JUL-05-2005 TUE 02:32 PM CANTOR COLBURN LLP RECEIVE NO. 8602860115 

CENTRAL FAX CENTER 



P. 01/05 



JUL 0 5 2005 Approved tor use Ihroutfi 07/31/2006. OMI> 0851-0031 
1 ,oc WIS. Patent ond Tn«l<wrurk CMcre VS. DEI'AftTMrMT OF COMMFRCC 

Under m Pjprwak ifctfurinn Act o! 1005, no (Kfior* arc WW <o rmotI to a dec** o» Homw- It Jm*y « «M OMn number, 



TRANSMITTAL 
FORM 



(to bo u&rftar vll comspaniitincG a/fcr fnitiai fflng) 



'Tntnl Number of Pages in This Submission 



Application Number 



Filing Onto 



First Named Inventor 



Art Unit 



Examiner Name 



Attorney Docket Number 



09/751,585 



] 2/29/2000 



Eric T, l-ambert Cl al. 



3627 



Andrew J, Rudy 



YOR920000560USI 



□ 



□ 



fco TraruiniitfJt Form 
Fee. Attached 
Amendment / Reply 

Aftw Ptiioi 



□ 
□ 



ENCLOSURES (Chock alf that app/y) 



Extension of Timo Request 
| ExpruvS Ahnnriminiwlt Request 

[~ [ InforrriaUon Closure SloJom^nl 

□ CctiiHrd Copy of Priority 
DocuinonUrs) 

□ RoRponso to Miscinj) Purta/ 
Incomplete Application 

□ Reply to Missing Paris under 
37 GFR 1.52 Of 1.53 



DrawinoCs) 

LiceivJiio-relfJled Papers 
Petition 

Petition to Convert to a 
Tiovisional Application 

□ Power of Attorney, Revocation 
Cliart 



□ 



rtgeol Corrcspondenca Address 
Terminal Oisdoimer 



Rcquasi for Refund 

CD. NuiYinerof CD(c) 

J~ | Landscape Tnbla on CO 



Remarks 



After Allowanco Communicalion 
TC 



r-|Af 

t I to 

□ Appcnl Communication la Board 
of Appeals and Interferences 
SiVl Appeal Cornmunicalion to TC 
y\] (Appeal NoUco, Brief, Keply Brief) 



□ 



P ropriei a ry I n form a i ion 



Status Letter 

Olhcr Enclosure^) (please 
idunlify below): 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm Nnnra 



CiQn.-tturo 



Primed nama 



Date? 



OntAr Colburn M-P 



OA/Lrt^A-oe> t^(j^\jA> u.C 



Marisq J. Ouhtic 



July 5, 2005 



Run, No. 



46,673 



CERTIFICATE OF TRANSMISSION/MAILING 



I hmotaf ««irfv"hat mis correspondonco (s bohy MuMta tmnmnluod to ino USPTO or deposiiod with ununited Slates Poster Service ^ith 
lumS m ™ «^ W OClJixawJ lo: Commi^on,r for PMtow », P O. Box 1460, Alexandra 2*13-1450 on Iho 



^lypoJ or pitnlc^nnmd 



/ffi^ieal.. llutlon 



| Pato [ July 5, 200S 



by Iho USPTO (u ponest) an application 9™^™ l, 3i^ aSStion r«nT» ihe USFl 0. Time will va? depending upon 

2 hours to co, nphMo, including Bal^na pff pm j n. for reiJue j ng ^ DUf(i cn, should bo 

tho inilivklual caso. Any conin^s on , too ;«»^int o bine yw. ^ ™^ Commsrai, P.O. Box 1450. Alexandria I VA 

?3ia?H W ^USr^ Commit for PatAnlS, PA BOX 1450, 

Alexandra. VA 22313-1 430. 

If you ™>tfassfcr;)rtce /n eattploting m form, cvlf 1-Q00PTO-9199 ond seJcci opf/on 2. 

PAGE 1/5 • RCVD AT 7/5/2005 2:20:09 PM [Eastern Daylight Time]* SVR:USPT0-EFXRF-1/1 * DNiS:8729306 * CSID:8602860115 ■ DURATION (mm-ss):01-30 



JUL-05-2005 TUE 02:32 PM CANTOR COLBURN LLP RECEI$^cP 8602860115 

CENTRAL FAX CENTER 

JUL 0 5 2005 



P. 02/05 

RECEi 

Central fax uewt£a 



JUL i 



IN THE UNITED STATES PATENT & TRADEMARK OFFICE 
BOARD OK PATENT APPEALS AND INTERFERENCES 



APPELLANT: 



ERIC T. LAMBERT ET AL 



SERIAL NUMBER; 09/751,585 
FILED: December 29, 2000 

FOR: 



METHOD AND SYSTEM FOR 
ELECTRONICALLY QUALIFYING 
SUPPLIER PARTS 



Group Art Unit: 3627 

Examiner. 
Andrew J, Rudy 



Confirmation No. 8383 



Commissioner for Patents 

P.O. nox 1450 

Alexandria, VA 2231 3-1450 



REPLY BRIEF 



In response to the Examiner's Answer mailed May 5, 2005, the Applicants submit the 
following reply as follows'. 
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Rejection of Claims 40-71 

The Examiner states, on page 4 of the Examiner's Answer dated May 5, 2005, lhat the 
Appellants' method elainii do not use or manipulate any of the list of databases claimed. The 
Examiner further contends that the method for facilitating pari qualification functions as recited 
in Appellants' claim 40 docs not require the list of databases. In support, the Examiner relics 
upon Lincoln Faceting Co. v. Stewart-War „cr Corp., 303 U.S. 545, 37 USPQ I (1938). 
j jcwcvcv, the proposition that a rejection based upon an old combination, which in aggregation, 
perform or produce no new or di rfercnt function or operation has been invalidated. "A claim 
should not be rejected on the ground of aggregation." In re Gustofion, 33\ F.2d905, 141 USPQ 
585 (CCFA 1 904). The statutory language is the only proper basis for an old combination 
rejection. In re Bernhardt, 417 F .2d 1395, 163 TJSPQ 611 (CCPA 1969). Accordingly, the 
Examiner's reliance upon the principle of "old combination" is in error. 

Notwithstanding, the method recited in claim 40 does not recite limitations that are drawn 
to a structure rather than to a method, as indicated by the Examiner. The structural elements 
recited in claim 40 arfect the method in a manipulative sense. In particular, claim 40 recites 
creating a commodity template for a commodity associated with a supplier part. The creating 
includes entering requirements data for qualifying the commodity and selecting at least one 
database in a part qualification repository for storing the requirements data. The databases 
iucludua parts database receiving information from a commercial parts database, a technology 
survey database, a quality information network database, an archives database, and a system 
testing database. Thus, commodity template is created and requirements data for qualifying the 
commodity arc entered and stored in a selected database. The method includes assigning a 
default viewing tool for qualifying the commodity based upon the corresponding database 
selected, applying access restrictions associated with the commodity template, and sharing the 
requirements data among the databases. It is evident from the aforementioned application of 
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method steps to the corresponding structural elements that the structural elements appropriately 
a fleet the recited method in a manipulative sense and does not amount to the mere claiming of a 
use of particular structure as indicated by the Examiner. 

The Examiner's Answer further acknowledges Appellants' traversal of the Official 
Notice taken with respect to the databases recited in Appellants claims. The Examiner submits 
as evidence U.S. Patent No. 6,813,777 issued to Weinberger. Upon a review of this reference, it 
appears thai Weinberger is non-analogous art. Weinberger is directed to a transaction dispatcher 
for a passenger entertainment system and method. For at least this reason, the Appellants submit 
that il. is inappropriate to rely on Weinberger to suggest that the databases recited in Appellants* 
claim 40 arc common knowledge in llic art as suggested by the Examiner. 

l'or at least the reasons advanced above, the Appellants submit that claims. 40-71 
patcntably define over Eerrilcr, Knscl, and Aycock. 
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In view of the foregoing, il is urged thai the final rejection of claims 40-71 be overturned. 
The final rejection is in error and should be reversed. The fee set forth in 37 CFR 41 .20(b)(2) is 
enclosed herewith. If there arc any additional charges with respect to this Reply Brief, or 
otherwise, please charge them to Deposit Account No. 50-0510. 

Respectfully submitted, 
ERIC T. LAMBERT ET AT, 



By:XV^^A^«A2LcJ^-^L 
Marisa J. DubucJ 
Registration No. 46,673 
CAN TOR COLBURN LLP 
55 Griffin Road South 
Bloomfield, CT 0(3002 
Telephone (860) 286-2929 
Facsimile (860)286-0115 
Customer No, 48915 
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